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" The MAILING DATE of this communication appears on the cover sheet with the correspondence address •• 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, hov^ever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• tf the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and wilt expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 2-9-2004 and 2-12-2004 . 
2a)K This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-80 is/are pending in the application. 

4a) Of the above claim(s) 11-80 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-10 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) S Claim(s) 1-80 are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 25 July 2000 is/are: a)n accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonn PTO-152. 

Priority under 35 U.S.C. § 119 

1 2) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 
aM All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims with respect 1-10 have been considered but 
are moot in view of the new ground(s) of rejection. 

Election/Restrictions 

2. Newly submitted claims 1 1-80 directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: 

3. In the original disclosure, which was filed on July 25, 2000, only one embodiment is 
featured and discussed. Claims 1-10 originally disclosed claim the method and apparatus that 
recite the mathematical relationship: 

m>n = k+ 1, 
letter m, letter n, letter k, number 1, 

4. The examiner took this interpretation to be correct because of the definitions provided 
defining of the letters in the original disclosure and claims. The number "1" with respect to the 
mathematical expression was never defined in the original disclosure or claims as a jUJtt<^y^ 
parametrically representing number of bits as now claimed. 

5. The newly filed amendments present a revised mathematical relationship: 

m > k >= L > n, 
letter letter k, letter L, letter n, 
wherein 'V replaces "1" representing number of bits 
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6. This new mathematical expression is not supported by the disclosure as originally filed. 
The original disclosure filed never mentions "L". 

7. Moreover, the original disclosure presented an apparatus that contained both nonhnear 
and linear circuits that output bits as claimed. Newly added claims 1 1-80 do not feature, the 
linear circuit, which is taught by the original disclosure and essential to the function of the 
invention. 

8. Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 1 1-80 have been withdrawn from consideration as being 
directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821,03. 

Drawings 

9. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the multiple embodiments present in 
the newly added claims must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

10. The newly added claims 1-80 are not present in the drawings. The drawings do not 
illustrate the newly added "L" bit. 

77. A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not be held 
in abeyance. 

Claim Rejections - 35 USC §112 
12. The following is a quotation of the first paragraph of 35 U.S. C. 112: 
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The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

13. Claims 1-10 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

14. Claims 1-10 as currently amended present a new mathematical relationship: 

m > k >= L > 
letter m, letter k, letter L, letter n, 
wherein "L" is new matter as well as the mathematical expression. 

Claim Rejections - 35 USC § 102 

15. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

16. Claims 1-3 and 6-8 are rejected under 35 U.S.C. 102(b) as being anticipated by Hwung 
(US 5,473,373) under the same grounds as in the previous office action. 

Claim Rejections - 35 USC § 103 

17. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



1 8. Claims 4-5 and 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hwung (US 5,473,373) under the same grounds as in the previous office action. 



19. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

20. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

21. Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Gary L Solomon whose telephone number is (703)-305-4370. 

22. The examiner can normally be reached on Monday - Friday 8:00 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessftjl, the examiner's primary, Vu Le 
can be reached on (703)-308-6613. 

Any response to this action should be mailed to: 



Conclusion 
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Commissioner of Patents and Trademarks 
Washington, D.C, 20231 

Or faxed to: 

(703) 872-9314, (for informal or draft communications, please label 
"Proposed" or "Draft") 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal Drive, 
Arlington, VA., Sixth Floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the customer service number (703) 306-0377. 



April 19, 2004 



Gary L Solomon 



PRIMAFYEXA^ 




